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REMARKS 

I. Status of Claims 

Claims 1-32 are pending in this application. 

Claims i-3, 6-9, 17-19, 24-26 and 29-32 stand rejected under 35 U.S.C. § i 03(a) as 
allegedly being unpatentable over U.S. Patent No. 6.578,015 to Haseltine et al. (hereinafter 
''Hasekine"! in view of U.S. Patent No. 5,699,528 to Hogan (hereinafter "Hogan^). 

Claims 4, 5, 10-16, 20-23, 27 and 28 stand rejected under 35 U.S.C. § iOUfa) as allegedly 
being unpatentable over Haseltine in view of Hogan and ftfrther in view of U.S. Patent No. 
6.292.789 to Schutzer (hereinafter ^Schutzer") and U.S. Patent No. 5,465,206 to Hilt et ai 
(hereinafter "'Hi if). 

The Board of Patent Appeals and Interferences affirmed the rejections issued in the Final 
Office Action dated June 1 3, 2005. 

By this Amendment, claims 1 , 19. and 24 have been amended. No new matter is added. 
H. Rejection under 35 U.S.C. §103(a) 

in light of the Examiner's stated reasons, as well as the Board's opinion, for the 
obviousness rejection, Applicant has amended independent claims !, 19. and 24 to clarify the 
distinctions over the cited art. 

For example. Claim I , as amended, recites: 

* formatting at least one portion of the electronic summon- in I he form of a 

<■' dot a <- JS t^fmnd in ajradmoncd^aper 
based hi}} , wherein the step <rf formatting further makes said remittance slip 
printable for use in a traditional method of payment of the ai least one bill by the 
of least one payer 

• said step of transmitting enabling a user da 'ice So present to the at least one 
payor an ekaromcally-sekctahk option such that the paver can interactively 
elect (a) paying the at least one bill electronically or (b) printing said portion 
which is formatted as a printable remittance slip and mailing the remittance slip 
with a payment of the ai least one bill 
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The amended claims 19 and 24 recite similar subject matter which is not found in any of the 
cited references, either individually or in combination. 

Although the Board has affirmed the obviousness rejection of claims 1 -32, Applican t 
believes that the Board have misread the specification of the present application and as a result 
reached an incorrect conclusion. 

The following claim elements were at dispute on appeal; 

[1] at least one portion of the electronic summary being formatted it) the form of a 
remittance slip: 

f3'| allowing the at least one payer to choose between paying (he at least one bit! 
electronically or mailing the remittance slip with an payment of (he at least one 
bill 

See September .1 3, 201 1 Board Decision at 2-3. And, the Board's decision was based on the 

Joliowmg 1 inding oi hicts tJ-Fst 

\ b 1 Hascltme has disclosed pf'H sdmg a computet -implemented elections hsii 
to j customer ami bill (otmat data o%ei a nerwoik < Vhstiact) 
B 2 Hngan has disclosed usmii a computet to \ icw elects omc bills o\ et the 
\\ orid Wide Web oi email (Abstract) and that pavment can lx mack b\ a edit 
caul oi a checking account < 1 tguie 4} 

T-F3 Hotiati al»o dinned that the \uei mas pi tin the lulls on pnmets 
connected thereto (Col 5 5-9) 

U at 4 I he Boatd's mam icasnmng <s as follows 

\\ e find nothing m this d^senpnon that iumts the "tentittance slip" 
tu not be a staudaid bill tn au\ v\a\ I urtliet the \ppellants 
S pecification at page 12 hues desctibes that a "pi mted email 
25" sent to the hillet "sei\ejsj a.} a lennttauce form ensuring ptopet 
crediting of the pa\er's at. count " Given the broadest tcaspnabie 
mtc-tpietation in hght ot the Specification we see nothing to 
piexeut am billing statement fiom bcum a ' iemutance slip" it 
mailed m wuh the paxmcnt despite the arguments winch ha\ e been 
pi evented bs the \ppellants 
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IJ at 4 t emphasis added} 1 hat uitne paiagiaph m the \pplieant\ specification, fpaae 12 lines 

breads us follows 

1 Retening now to hg 7, the paser >0 teeencs the e-mail 2^ and 
then decide* whether oi not to pay the bill eleetionKaSh {$-"00} 
1 j {he pu\ei \i deeules not to pa\ the bill electronic IK ^ the e-mail 
2s is punted iS-oOM A check, cash or mone\ otdct ni otbet non- 
eleuiome form of {vvsmem is > mdudtd \sith the punted e-mail 2s 
and sent k> die billet w uh {he punted email 2^ setung as a 
t omittance term ensuring proper aedum" of the pasoi's account 



Pieseut Xpphcatton at p 12 lines 1-7 {emphasis added* 

hi other words, the Board purpoit to cite Kpphcanfs own spec mention to show that a 
tenirtiance slip could be .-amph an unatied billing statement d the customer chose to prim it out 
and marl it suth a payment [jowcvei the Boaid faded to appicctate that statement in light of the 
full specification the ' e-mail 25 ' here is not just cw/i billing statement as the few wouK of that 
paragraph seem to suggest 1 he pa>er M) did not just happen to pnm out the email and use it to 
serve as a lemutance -dip The \>maii 25" aetiulh includes a foirnatied icmittanee slip 
speu(ka!U piepaiedand pro\tdedb\ the unentoe Msiem as fulK explained eat her in the 
Specification — 

A copy oi the summary infounatron. contained m oi attached tu 
the email piesemmem milag e is in the form of a remittance slip 
as i\ found in a traditional paper based bill The bill leupiem is 
able to print out the remittance slip which can then be included bv 
the pa\ei along with the tion.-elec*tem\ lot in of paunent (e g cash 
ot check l " Page >, hues 1-5 (emphasis added) 

The ->ummai\ ie\d tnloimauon included in the e-matl notification 
2 s is tbi matted in the same manna as a i omittance slip m a 
traditional papet-based imuice The summary mfotmauon 
therefore, includes at iea>t the billei'* > name, statement date 
minimum amount due and total amount due % Page 0. lines 2-^ 
(emphasis added). 

"As previously discussed, the e-mail 25 contains a summary of {he 
bill that is detailed enough for the payer 30 to manually pay the bill 
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using a tiadmonal non-electronic Rum o( payment Mich as h\ 
chock cash mouc\ otdet ot othei nou-electiome rat-jih and 
tvpicallv remits pas mem using rtaditional non-eiectiomc means 
fe g . b\ mail } Paee \ i line.? 18-22 (emphasis added) 

fiie printing of "email" to serve </s remittance slip, as the Hoard cited to in the 
Specification, «v/v actually the printing of a formatted remittance slip as intended by the 
present invention. The claimed system specifically formatted part of the electronic hill (i.e., 
remittance data) into a remittance slip and made h printable. 

In fact it is the combination ot formattmt> electronic hill data into a printable 
remittance slip which is othei wise completely, tmnccc-ssais and even unwanted m an dec ironic 
bill payment vu-aem (as suggested in the ait) that sets the churned astern apau fioni puot ait 
I he big nom is the Board cued to a poition ol the specification that <diows the intended result of 
the claimed m\ention but used it against the invention 

Once the confusion over the specification is cleared, these should K- no season for 

insisting on such an o\ei -expansive definition of" remittance slip' as m encompass even <j 

standaid bill statement oi Hist am bill surnmatv ailoimation Ihe phrase 'ictruttaricc slip" j s a 

teim of ait m the payment pioceSMng se^mem of financial unices A lemmance slip is a teai- 

off sheet t\ picalh attached to the bottom of an m\ one S<-c Appendix A Remittance ^>hps 

webpage at I'vj \\\s<-\ t\w 'rlo com tide"* pnp onlin^i ormai w ot ^iv^-v. tth-f n. u>. i^K The 

most unpoitani inhumation found on a remittance slip is perhaps the payment lecfpient name 

and address tto which pa\ment should be mailed) AW id Such mailing information of the 

pasmentpiocessor is specific to the traditional paper-based pas ment method but nnneeessai\ for 

' As the Fxammet nia\ have noticed m his own dealings \\ nh billing statements and remittance 
slips, the mailing adciiess on a lemutunce slip is not neccssaulv this same as that uf the pa\ee 
Foi example consume! -facing companies often eutsomce the mundane pavment 
collection processing work to a third-parts umipans 1 hat is wh\ out uti i its bills and ctedn card 
statements tend to show a P O box address on the suvuttance slips 
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eleajomc paunents Remittance slips thueioie pLn an important (\et often uvetiouked) u>L tu 
ensuie proper receipt and processing of paper- based pa\ments b\ pasment piotessors An cntsie 
indusus segment has been buik atound the pi<Kcv->mg oi papet-bascd paunenb Mich as lockbox 
sen ices aisu known as lemmance sen ices % 01 "lemmanee puxessmg ' Ve \ppendi\ B 
W'kipcdia webpage on " lock bos 1 at In p u w ,ky,.dia . ig w i\i 1 <a \ rhuefoie 
teimnance slips (including ib topical content fo mat and pmpo^e) ate vol! known m the att 
W htie the PTO is allow ul to apph 'the broadest icasonable interpretation to the claim 
language, an overbroad deilnition of a term of the art such as "remittance slip" would not be 
reasonable, 

1 he references do not Jisciooe formatting past of the electronic bill data, m an electronic 
bill paunenl .-a stem into a pnntabie teinistance slip Applicant has fulh explained in the Appea! 
Bue! wh\ nesfhet Haseiune nut Hugan teaih ot suggest at least one portion of the election it 
summarv beuiy foi matted m the iotm of a leiruttance c hp or "pi unable to -.ene as a icnmtanct 
slip sn a ti aditional muhod of pas man as pie\ kuisK f et ited in Claim 1 Applicant nicoi poi atcs 
that pottion of the Appeal Rnei ('section \ !! B i) b\ lefeience 

1 tuthermoie, it i?. not at all oh\ <ous to striph include the ^tcp of foimatttne a pnntabie 
remittance slip m an elect; onsc bill paunent svstcm espeuailv gi\en the teaching awa\ of paper- 
based payments m the cited ait \pphcant has a, so explained in the \ppeui Bnjf win the uted 
lefeicnces show a strong aseision towards the traditional papa -based bill pa\mem method 
\.nphtant uicorpoiates that poitson of the Appeal Brief (Section \ If B 2) b\ teteience At the 
\es\ ieast neither the C >U"jt.e Vcttornjoi the Boatd opinion has explained win the all-electronic 
bill ptfsentment payment s\ stems disclosed in the att would lead one of oidimm skill to include 
therein a non-electronic payment option. 



LIB W/ 1805477.1 



13 



Serial No. 09/772,601 
Atty. Docket: 72167.000247 

Since the cited references fail to teach or suggest all the elements in the amended Claim 
1 , and they actually teach away from certain features of the claimed invention, these references 
cannot render Claim 1 or its dependent claims 2-18 obvious. Claims 19 and 24 and their 
dependent claims 20-23 and 25-32 recite similar allowable subject matter and therefore should 
be patentable over the cited art. 

In view of the foregoing. Applicant respectfully requests the withdrawal of the 
obviousness rejection of claims 1-32. 
HI. Conclusion 

In view of the foregoing, it is respectfully submitted that the present application is in 
condition for examination. The Examiner is respectfully requested to contact the undersigned by 
telephone at the below listed telephone number, in order to expedite resolution of any issues and 
to expedite passage of the present application to issue if any comments, questions, or 
suggestions arise in connection with the present application. 

Please charge any shortage in fees due in connection with the filing of this paper to 
Deposit Account No. 50-4494, and please credit any excess fees to the same deposit account. 

Dated; November 14,2011 Respectfully Submitted, 

Electronic signature CE LL 

n;n 

Registration No 10214 
GOODWIN PROCTER LLP 
«01 New York Avenue, N\Y 
Washington, DC 20001 
*202) 34h-4000 

Attornes for Applicant 
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Appendix A: Remittance Slips webpage 

from hH£;_^L*J.l\^^^^ 



ReiiBiiatJce Slips 



Remittance Slips 

What is a Remittance Slip? 

in short a remittance slip is a tear-off sheet attached to the bottom cf an invoice, it's purpose is to clarify exactly what is being payed for 
and hov, much is being pa>ed 

A remittance shp will its! the recipient's information. This includes the recipient: 

• name. 

• address, 

• additional contact information. 

• custom information such its an account number. 



Re -ntttarce slips car aKo prouae soxkM payment in'orrnatfon s-jch as a crertr card number and expiration date. 



h R^W^rks iermUan<-e slips are cutof-aticlK attached to a account statements 



Customized Remittance Slips 

RxVVorks allows clinics to customize your remittance slips 




The remittance shp is an image file that is attached to the bottom of account statements. 

With this in mind, you can use aimost any graphics appiication (for example MS Paint, Core! PaintShop Pro and Adobe Photoshop) to 
custom design remittance slips. 



1 of 6 



11/14/2011 2:52 PM 
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Your custom Remittance Slip can include your practice's logo and color scheme, in addition to your desired form fields {see example 



if you do not create a custom file, RxWorks will use the default Remittance Slip. 
HOW TO CREATE A CUSTOM REMITTANCE SUP 

1 . Go to the RxWorks TASK PANEL. 

2. Click on REPORTS. 

3. Select *H: Setup & Document Editing.' 

4 Untiei L8tl*t H-vsd and Foote) Gtaphirs, s.eltct'R^ntttjrcfv Tempiate.png' from the drop-down fist. 




i nu ■-..n Hit Hi- Mt"thead ft knfer g^phtc - tm 



above). 




5 Citck the EDI i option n^xi to the Jrojr cown iut fo> Lp tterhejJ find Footer Graphk 




The image will open in M 



r 




8. 



Before you begin modifying the image, select FILE > SAVE AS. 



7. 



Type "remittance" into the File name field, and keep 



image file type as '.png. 
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ReiiBiiatJce Slips ]ittp://www.rawor.fcs.C0^ 




8. Click SAVE. 

The file wiff be saved in the Logos folder on the RxWorks server. 

9. Modify the image to suit your requirements. 

10. SAVE the file. 



Different Remittance Slips for Multiple Clnics 

ff you need different versions of your remittance slip for branch practices, you can save copies of the original remittance slip fite into 
sub-folders for appropriate for the clinic. 

HOW TO COPY THE ORIGINAL REMITTANCE SUP SMAOE 

1 . Follow the steps as outlined under the article Index 'Custom Slips' to open the original file. 
Make sure you save a copy of the original before any edits are made to the branch clinic copy. 

2. Select FILE > SAVE AS, 

3. if you do not already have one, create a new folder to represent the branch clinic 
under 'LOGOS' if you do not already have one. 

See the section below on 'How this Works' for further information on naming the 
branch subfoiders. 
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htm \\ u w ! va ot ks. com mdo\ pbp ool.i 



il/workfrt^with-fencials... 




4, Double click the branch clinic folder to open it. 

5. Enter 'remittance' as the file name and keep the file format as \png.' 
8. Click SAVE. 

7. Edit the remittance image as needed. 

8. SAVE the file when your changes are complete. 

HOW THIS WORKS 

tf you have a branch clinic set up in RxWorks, it will have a number itsted next to it's name when logging into the program. For example, 
number 2. 




When accounts are printed, RxWorks will check for a branch clinic version of the remittance slip according to the branch clinic you are 
logged into it doe?, this by searching any subfolders in your LOCO folder Arty branch subfolder must be named with the corresponding 
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with in RxWorks. 




if tne piogram does not find a branch clinic copy of the remittance ^p, it wilt then fook in the parent directory. 



> Fo' sin? e site practices or r>u!ti-site p-actices wheie al! arches vvll use the same Remittance Slip, it should be located in the 

directory ttRxWorks\templates\Sogos. 
• Fu< rmiliiole ^ranches put a cor_>} of t"ie fiie m -sub d ectoi as nar^d by the c'ipic numbei c ot example, piace the file for Ciinic 1 

<n the direc'oiy \\RxWorks\tempiates\togos\1 



i vcut scci urt strt ^merits <>ith th* co r-=>ct hisnch tlmn. teinclnnce s!ip 



1 Gener i e a\i your arcoi nt ^tate^ -ts f rcn REPORTS > & ACCOUNTS DEBTORS AND 
TA\ ANALYSIS > CREATE ACCOUNT STATE^^ENT C ^ 



wn do no need to print ar y 'An nrx nb at thft. siagr 



2 Oni.e the btdtervn's have been i^ene ate> f ycj can pn it tl^m v th tr » 
:!mic tenttarce si p b\ 'Reprintinq and * tir ng bs clirec 
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Bv Mtennp bj clinic, RxWoiks will then check the I OGO folde) tor the conect version of the 
jermttenoi? slip to use on those account statements So it you fiber bv oiinio ?. PxWorks wl! 
ns* il»" r«-niifUrtce shp iilt-d und<ir \\RxWorks\tsmplates\logosV2 
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\ppendi\ B: Wikipedia webpage on "lock box" 



Lock box 



Lock box 



L<ik f><\ Kiks „ s nffutd 1\ tot unit. I tarts lh«i s t t <,<, c ilkUift mi p ouss u f n unt 

uttii ibkv b\ h \n»|. im nu lade i ti it h ti a hv 1 1 >n ,m *ihk b he bvi 

(General 

I 1 ti dkbo\.is iPi vtdtivt mimPi \f tit is v^ssblohv ttabrnk S i rop m i i\ sit op 1 1 vk 1 o\ 

i! lu i Hi (hist H ink i< t Lt.uum. ms ontrsp \tiu is S ht. v.< m ^ ->i< tmrs suxi t r pnmuits fo tht i't * 
b \ Ihu ili b k i >tkas ni pi tssts ti^st jui it )fs ti ai !\ kpositu tht n u ,ht lontpt ^s unu f 
]\pi tin sis it. on ill SHK pe tfun h mi h per ^; it toi his L st %ki art I tpv\ ik U sstio t< buss tss*.s 
with high check volume," ^ 

J tkK\si"\sts h '( s ,. uuilkJ ktii t m Vi\iu i r U i i f i m I ruti 

IIihis he 10111511 1 t nt< 11, srxu it m 1 l\ms uIIm 1 katw ik u t! t! s una tr\ ndisit < smr stn.fs 
piv ik !<) !h tiis si !<ti.N>\ lit. vimp«!\ hi.11 ho es bnik link ihe,i n ui »\ts n itu is ts 
tstsuwbk the im hi off si tui's ihu u it! b fluxed Bu.41 m iht b<< k ts t tknu hct Ski >n titiimK 
ha h it l\>.t rsttiM.3 it msdn'tK dtpo fed 1 > ii 1 unipain s jttifun tsi^t uut t st vir ,> pui *dh tU 
company s accounting system, thereby speedms up cash collection. 

Wholesale and retail 

loikh 1- >H ih idui nfoUh ksiL indR L 1! Wh.k k kkws n t jtwipiits nth snail s 
ilpnmt'jfs omit 1 sh hi! mkii t i)m t i u its k prxtss i Uisn >ht ht 31m } m\ iikt ttknis s vHu.t ui 
siwli tn utxtuii s, u')i,nv f\ titixkUnts into n>! tp ikks >(th Ut^ nui xts oi p \ n it, oit^. 1 
stiiii idt/ d p \miti 1 I'piti Tbi-si. 1 (. trttti 1 1\ mp mi > ib is is eKt ^ %ur 01 i ihk t> 1 mi] us 

Electronic conversion 

Modern operations ti.suitily "eapfure" images of the checks and associated doeitmentation (payment coupons, for 
example) into a digital foriiiai: for use in cotnputer systetns (i.e., JPSG files). Ti3ese files am ihen undergis data entry 
for further specialized processing. Banks often use specialized equipment that can scan hundreds, or thousands, of 
checks per minute. 

Due to the Check 2.1 Act. some Jock hoses even wholly convert some checks to electronic data, and the paper checks 
are shredded and never actually returned to the originating bank. 

Online bill payment services 

Many online electronic hill pay services are not 100% online. Tht- payee might not be set up to accept electronic 
payments, so the bill pay service will have a computer print otit large numbers of paper cheeks and mail tbem to the 
lockbox, where they will be processed alongside all the other paper checks. 

OfTshoring 

Transferring data from paper to electronic format involves labor intensive data entry work. This has prompted a 
movement to offshore the data entry of the information on cheeks to countries with abundant employees which help 
in ultimately lowering She costs, such as India. i2j ra m 



Lock bos 




External links 

• \t!K ill Chi a hituiC «. )U S^kP vl'itl mc Pn>,\ i.wthup/zw^x Jiu dop Whnhin!) 

• ( rnI t Roseonhf. uid J 01 i iui>i suit d I ibhsh <!k M t si imii^ai.AUn S\sei[ <htj / 
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